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Abstract
Trademarks play a crucial role in commerce by ensuring brand recognition and consumer trust.
The Indian Trademarks Act, 1999, provides protection for both well-known trademarks under
Section 2(1)(zg) and marks with reputation under Section 29(4). While well-known trademarks
enjoy absolute cross-class protection, marks with reputation require evidence of unfair
advantage or detriment to reputation in infringement cases. However, the Act lacks a clear
statutory distinction between the two, leading to judicial ambiguities and inconsistencies.
Courts have often used these terms interchangeably, creating legal uncertainty for businesses.
This paper critically examines the legal framework governing well-known and reputed
trademarks in India, analyzing judicial interpretations and highlighting inconsistencies in
enforcement. It also explores the impact of such ambiguities on brand protection strategies and
suggests reforms to enhance legal clarity. The study advocates for statutory amendments to
introduce a uniform test for reputed trademarks and streamline the well-known trademark
determination process under Rule 124 of the Trademark Rules, 2017. By addressing these gaps,
India can strengthen its trademark regime, ensuring effective protection against dilution and

unfair competition while aligning with international best practices.

Keywords
Well-Known Trademarks, Reputed Trademarks, Trademark Act 1999, Rule 124
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1. Introduction
Trademarks have long been a cornerstone of commerce, serving as symbols of origin, quality,
and reputation for goods and services. They are essential tools for businesses to distinguish
their products in a competitive marketplace, fostering consumer trust and brand loyalty. In
India, the legal framework for trademarks has evolved significantly, culminating in the
enactment of the Trademarks Act, 1999, which aligns with international standards such as the
TRIPS Agreement and the Paris Convention. This Act not only provides for the registration
and protection of trademarks but also introduces specialized categories of marks, such as well-
known trademarks and marks with reputation, to address the unique challenges posed by

globalization and the digital economy.

The Indian Trademarks Act, 1999, defines a well-known trademark under Section 2(1)(zg) as
a mark that has gained substantial recognition among the relevant public, such that its use on
unrelated goods or services would likely create a connection with the original owner. These
marks enjoy extensive protection, including immunity from registration by others in any class
of goods or services, as outlined in Section 11. Factors such as public recognition, duration of
use, and geographical reach are considered in determining well-known status, as specified
in Section 11(6).

In contrast, a mark with reputation, as referenced in Section 29(4), requires a lower threshold
of recognition and is primarily invoked in cases of trademark infringement. This provision
protects registered trademarks that have gained a reputation in India, even if the infringing
mark is used on dissimilar goods or services, provided such use takes unfair advantage of or
harms the repute of the original mark. While well-known trademarks enjoy statutory
recognition and procedural mechanisms for determination (e.g., Rule 124), marks with
reputation rely on judicial interpretation and case-specific evidence.

However, the lack of clear statutory delineation between the two has led to interpretational

ambiguities, creating challenges for trademark owners, legal practitioners, and courts.

In today’s globalized economy, brand recognition is essential for maintaining consumer loyalty
and preventing unfair competition. Companies invest significantly in advertising, marketing,
and product innovation to establish a strong brand reputation. However, the absence of a clear

distinction between well-known and reputed trademarks in India has led to inconsistent legal
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protection and potential misuse by third parties. A well-known trademark enjoys absolute

protection against dilution, even if the infringing mark is used in an unrelated business sector.

1.1. Research Problem and Objectives
Despite statutory provisions defining well-known and reputed trademarks, judicial
interpretations in India have remained inconsistent, leading to legal uncertainty for businesses
seeking brand protection. Courts have sometimes used these terms interchangeably, blurring
the distinction between the absolute cross-class protection of well-known trademarks and the

conditional reputation-based protection of reputed trademarks.

This research aims to critically analyze the legal framework governing well-known and reputed
trademarks under the Trade Marks Act, 1999, focusing on the statutory provisions that define
and distinguish these concepts. It seeks to examine key judicial precedents to assess how courts
have interpreted and applied these classifications, highlighting inconsistencies in their
reasoning and the resulting legal uncertainties. Further, the study evaluates the impact of such
judicial ambiguity on brand enforcement strategies and business interests, particularly in cases
where unclear legal standards have affected trademark owners' ability to protect their brands
effectively. Finally, the research proposes legal and policy reforms to enhance clarity and
consistency in trademark protection, ensuring that the distinction between well-known and

reputed trademarks is applied uniformly and in line with global best practices.

This research follows a doctrinal legal research approach, analyzing primary and secondary
sources to interpret and evaluate the legal distinction between well-known and reputed

trademarks.

2. Conceptual Framework
2.1. Definition and Characteristics of Well-Known Trademarks
A well-known trademark is a mark that has achieved significant recognition among the relevant
public, transcending its specific class of goods or services. Under Section 2(1)(zg) of the Indian
Trademarks Act, 1999, a well-known trademark is defined as one that has become so
recognizable to a substantial segment of the public that its use on unrelated goods or services

would likely create a connection with the original owner. This definition emphasizes the mark’s
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ability to signify a commercial relationship, even in contexts beyond its traditional use’.

The determination of a well-known trademark is guided by factors listed under Section 11(6),
including:

e The extent of public recognition, both in India and internationally.

e The duration, extent, and geographical area of the mark’s use and promotion.

e The record of successful enforcement of the mark’s rights.

e Any prior recognition as a well-known trademark by courts or the Registrar.
Well-known trademarks enjoy extensive protection under Section 11, which prohibits the
registration of identical or similar marks across all classes of goods or services, even in the
absence of actual confusion. Additionally, Rule 124 of the Trademark Rules, 2017, provides a
procedural mechanism for trademark owners to apply for well-known status, ensuring formal
recognition by the Trademarks Registry. Examples of well-known trademarks in India include
globally recognized brands like KIT KAT?, PEPSI®, and WHIRLPOOL*.

2.2.Definition and Characteristics of Reputed Trademarks

A mark with reputation, as referenced in Section 29(4) of the Indian Trademarks Act, 1999,
refers to a registered trademark that has gained a significant level of recognition and goodwill
among the public in India. Unlike well-known trademarks, which require widespread
recognition across a substantial segment of the public, marks with reputation operate under a
lower threshold of recognition. The key criterion is that the mark must have a reputation in
India, regardless of its international standing.

The concept of reputation is particularly relevant in cases of trademark infringement
under Section 29(4), where the use of a similar mark on dissimilar goods or services is likely
to take unfair advantage of, or harm, the distinctive character or repute of the registered mark.
Unlike well-known trademarks, marks with reputation lack a statutory definition or procedural
mechanism for determination. Their recognition relies heavily on judicial interpretation and
case-specific evidence, such as sales figures, advertising expenditure, and consumer surveys.

This flexibility allows courts to protect marks that may not meet the stringent criteria for well-

! Tiwari, S. (2021). Protection of Well-Known Trademarks in India. Indian JL & Legal Rsch., 2, 1.
2 KIT KAT (Société des Produits Nestlé S.A.) v. Kit Kat Foods, 2022 SCC OnLine IPAB 789.
3 PepsiCo Inc. v. Hindustan Coca-Cola Ltd., 2003 (27) PTC 305 (Del).
4 N.R. Dongre v. Whirlpool Corporation, 1996 SCC OnLine Del 732.
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known status but still enjoy significant goodwill and recognition in the market.

2.3.Definition and Characteristics of Reputed Trademarks

While both well-known trademarks and marks with reputation aim to protect brands with
significant recognition, they differ fundamentally in their scope, threshold of recognition,
procedural mechanisms, and legal implications. These distinctions are critical for
understanding how each concept operates under the Indian Trademarks Act, 1999, and for

ensuring their effective application in practice.

2.3.1. Scope of Protection
Well-known trademarks enjoy a far broader scope of protection compared to marks with
reputation. Under Section 11, well-known trademarks are protected across all classes of goods
and services, regardless of whether the mark is registered in India. This means that no third
party can register or use a mark identical or similar to a well-known trademark, even in
unrelated industries®. For example, a well-known mark like PEPSI is protected not only in the

beverage industry but also in sectors like electronics or clothing.

In contrast, marks with reputation are protected under Section 29(4) only in cases of trademark
infringement. This protection is limited to situations where a similar mark is used on dissimilar
goods or services, and such use takes unfair advantage of, or harms, the repute of the registered
mark. For instance, if a mark like AMUL (known for dairy products) is used on unrelated goods
like footwear, the owner can claim infringement under Section 29(4) if the use damages
AMUL’s reputation. However, this protection is narrower and does not extend to preventing

registration of conflicting marks in unrelated classes.

2.3.2. Threshold of Recognition
The threshold for recognition as a well-known trademark is significantly higher than that for
a mark with reputation. A well-known trademark must demonstrate widespread recognition
among a substantial segment of the public, both in India and internationally®. Factors such as
the duration and extent of use, geographical reach, and promotional efforts are considered
under Section 11(6). For example, global brands like MICROSOFT or COCA-COLA easily

5 Ghosh, E. (2016). What Should It Take To Be Well-Known? Fashioning An Evidence-For-Benefits Matrix For
‘Well-Known Marks’ Under Indian Trademark Law.
6 Saurabh, S. (2021). Protection of Well-Known Trade Marks in India. Issue 4 Int'l JL Mgmt. & Human., 4,
1825.
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meet this threshold due to their extensive use and recognition worldwide.

On the other hand, a mark with reputation requires only significant recognition within India,
making the threshold lower and more flexible. Courts often consider factors like sales volume,
advertising expenditure, and consumer surveys to determine reputation. For instance, a regional
brand like BIKANERWALA (known for snacks and sweets) may qualify as a mark with

reputation in India, even if it lacks international recognition.

2.3.3. Procedural Mechanisms for Determination
The procedural mechanisms for determining well-known trademarks and marks with
reputation also differ significantly. Well-known trademarks benefit from a formal
determination process under Rule 124 of the Trademark Rules, 2017. Trademark owners can
apply to the Registrar for recognition as a well-known mark, providing evidence such as public
recognition, duration of use, and promotional efforts. Once recognized, the mark is included in
the official list of well-known trademarks, providing statutory protection’.

In contrast, marks with reputation lack a formal determination process. Their recognition relies
entirely on judicial interpretation in infringement cases. Courts assess the mark’s reputation
based on evidence presented by the trademark owner, such as sales data, advertising campaigns,
and consumer surveys. This informal process, while flexible, can lead to inconsistencies in how

reputation is established and enforced.

2.3.4. Legal Implications and protections
The legal implications of being recognized as a well-known trademark are far more extensive
than those for a mark with reputation. Well-known trademarks enjoy immunity from
registration of conflicting marks across all classes, as well as protection against unauthorized
use in any context. This broad exclusivity ensures that well-known marks are shielded from

dilution, tarnishment, and unfair competition.

Marks with reputation, however, offer more limited protection. While they can prevent
unauthorized use that harms their repute, they do not confer the same level of exclusivity. For

example, a mark with reputation cannot prevent the registration of a similar mark in an

" Mondal, J. (2025). Understanding The Law Of Well-Known Trademarks In India. Available at SSRN 5099571.
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unrelated class unless it can demonstrate that such registration would harm its reputation.

These differences highlight the need for clarity in the application of well-known
trademarks and marks with reputation. While well-known trademarks provide comprehensive
protection for globally recognized brands, marks with reputation offer a more accessible
avenue for protecting brands with significant goodwill in India. However, the lack of clear
statutory delineation and procedural mechanisms for marks with reputation can create
challenges for trademark owners and courts alike. Addressing these issues through legislative
reforms and judicial guidelines would ensure a more coherent and effective trademark

protection regime in India.

2.4, Judicial Interpretation of Trademark Provisions

Judiciary has played a pivotal role in interpreting and applying the statutory provisions related
to well-known trademarks and marks with reputation. Through landmark judgments, they have
clarified the distinctions between these concepts, addressed ambiguities, and set important
precedents for future cases.

In Rolex Sa v. Alex Jewellery Pvt. Ltd. (2009)8, the Delhi High Court recognized ROLEX as
a well-known trademark, emphasizing its global reputation and extensive use. The court held
that the mark’s well-known status entitled it to protection across all classes of goods and
services, even in the absence of actual confusion. This judgment reinforced the broad protection

afforded to well-known trademarks under Section 11.

The Supreme Court of India addressed the issue of trans-border reputation in Toyota Jidosha
Kabushiki Kaisha v. Prius Auto Industries (2018)°. While the court acknowledged Toyota’s
global reputation, it ruled that the mark PRIUS did not have sufficient recognition in India to
qualify as a well-known trademark. This judgment highlighted the importance of
demonstrating substantial recognition within India, even for globally renowned brands.

In RPG Enterprises v. Riju Ghoshal*® the Bombay High Court clarified the distinction
between well-known trademarks and marks with reputation. The court held that a mark need
not be declared well-known to claim infringement under Section 29(4); it is sufficient to

8 Rolex Sa vs Alex Jewellery Pvt Ltd & Ors. (2009 (41) PTC 284 (Del)
® Toyota Jidosha Kabushiki Kaisha v. Prius Auto Industries 2018 (73) PTC 1
10 RPG Enterprises Limited v. Riju Ghoshal, 2022 SCC OnLine Bom 626.
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demonstrate that the mark has a reputation in India. This judgment underscored the lower

threshold for marks with reputation and their relevance in infringement cases.

The Delhi High Court, in Bloomberg Finance LP v. Prafull Saklecha (2013)*!, emphasized that
the determination of a mark as well-known aids in establishing its reputation but does not
equate to the same. The court clarified that while well-known trademarks enjoy broader
protection, marks with reputation are protected under Section 29(4) only in cases of

infringement. This judgment highlighted the nuanced relationship between the two concepts.

In Ford Motor Company v. CR Borman (2008)*2, the Delhi High Court addressed the interplay
between Sections 11 and 29(4). The court held that the concept of a well-known trademark
pervades several provisions of the Act, including Section 29(4). However, it clarified that the

protection under Section 29(4) is limited to cases where the mark has a reputation in India.

The case of Tata Sia Airlines Limited v. Union of India®® before the Delhi High Court addresses
the procedural ambiguities surrounding the determination of well-known trademarks. The
central issue is whether judicial recognition of a mark as well-known obviates the need for
statutory registration under Rule 124. The outcome of this case could have far-reaching
implications for trademark owners and the procedural framework under the Act.

These judicial precedents have significantly shaped the interpretation and application of the
statutory provisions related to well-known trademarks and marks with reputation. They have
clarified the distinctions between the two concepts, addressed ambiguities in their application,

and set important benchmarks for future cases.

2.5.Role of Rule 124, Trade Marks Rules, 2017

Rule 124 of the Trademark Rules, 2017, introduced a formal mechanism for determining well-
known trademarks. Under this rule, trademark owners can apply to the Registrar for recognition
as a well-known mark, submitting evidence such as public recognition, duration of use, and
promotional efforts. Once recognized, the mark is included in the official list of well-known

trademarks, providing statutory protection across all classes of goods and services. However,

11 Bloomberg Finance LP v. Prafull Saklecha & Ors., 2013 SCC OnLine Del 4159,
12 Ford Motor Company VS C. R. Borman (MIPR 2008 (3) 418).
13 Tata SIA Airlines Limited v Union of India (WP (C)-IPD; 64/2021)
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Rule 124 has also raised procedural ambiguities, particularly regarding the interplay between
judicial recognition and statutory registration.

3. Inconsistencies and Challenges
3.1.0verlapping Usage of the Terms by Courts
One of the most significant challenges in the application of trademark law in India is the
overlapping and often interchangeable use of the terms well-known trademarks and marks with
reputation by courts. While the Indian Trademarks Act, 1999, provides distinct definitions and
protections for these concepts, judicial interpretations have occasionally blurred the lines

between them, leading to inconsistencies in their application®*.

This overlapping usage has practical implications for trademark owners, who may struggle to
understand the precise legal requirements for protecting their marks. It also complicates the
enforcement of trademark rights, as courts may apply different standards depending on how
they interpret the terms. For example, a mark that is recognized as having a reputation under
Section 29(4) may not necessarily meet the higher threshold for well-known status under
Section 11, yet courts sometimes conflate the two.

The lack of clear judicial guidelines on the distinction between well-known trademarks and
marks with reputation has further exacerbated this issue. While some judgments have attempted
to clarify the differences, others have continued to use the terms loosely. This inconsistency
underscores the need for clearer statutory definitions and judicial guidelines to ensure uniform

application of the law.

3.2. Challenges in Establishing Reputation and Recognition

Establishing the reputation or well-known status of a trademark is a complex and resource-
intensive process, fraught with challenges for trademark owners. Under the Indian Trademarks
Act, 1999, the burden of proof lies on the trademark owner to demonstrate that their mark meets
the required threshold of recognition, whether as a well-known trademark under Section 11 or
a mark with reputation under Section 29(4).

14 Saurabh, S. (2021). Protection of Well-Known Trade Marks in India. Issue 4 Int'l JL Mgmt. & Human., 4,
1825.
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For well-known trademarks, the factors listed under Section 11(6) include public recognition,
duration of use, geographical reach, and promotional efforts. Proving these factors often
requires extensive evidence, such as sales data, advertising expenditure, consumer surveys, and
media coverage. For marks with reputation, the threshold is lower but still requires significant
evidence of recognition within India. However, the lack of a statutory definition or procedural
mechanism for determining reputation adds to the complexity. Courts often rely on subjective

assessments, leading to inconsistent outcomes.

Another challenge is the evolving nature of reputation in the digital age. With the rise of e-
commerce and social media, brands can gain rapid recognition, but this may not always
translate into the sustained and substantial recognition required under the law. For example, a
viral marketing campaign might temporarily boost a brand’s visibility, but courts may not

consider this sufficient to establish long-term reputation.

These challenges highlight the need for clearer guidelines and standardized procedures for
establishing reputation and recognition, ensuring that trademark owners can effectively protect

their rights without undue burden.

3.3.Procedural Gaps in the Registration of Well-Known Trademarks
The introduction of Rule 124 under the Trademark Rules, 2017, was a significant step toward
formalizing the process for determining well-known trademarks. However, several procedural

gaps remain, creating challenges for trademark owners and the Trademarks Registry alike.

One major issue is the lack of clarity on the interplay between judicial recognition and statutory
registration. Another gap is the absence of a streamlined process for updating the list of well-
known trademarks. Once a mark is recognized as well-known, there is no mechanism for
periodic review to ensure that it continues to meet the required criteria. This can lead to
situations where marks that have lost their recognition or relevance continue to enjoy well-
known status'®. Additionally, the application process under Rule 124 can be time-consuming
and costly, particularly for smaller businesses. The requirement to submit extensive evidence,
such as public recognition and promotional efforts, may deter some trademark owners from

seeking well-known status.

15 Begum, A. (2018). Preserving the distinctiveness of corporate marks: An analysis of legal and judicial
approaches to well known trademark in India. Journal of Financial Crime, 25(3), 734-749.
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These procedural gaps highlight the need for reforms to streamline the registration process,
ensure consistency in the determination of well-known trademarks, and provide clearer
guidelines for trademark owners. Addressing these issues would strengthen the trademark

protection regime in India and enhance its alignment with international standards.

4. Need for Legislative and Judicial Clarity
4.1.The Absence of a Statutory Test for Reputed Trademarks
A significant gap in the Indian Trademarks Act, 1999, is the lack of a statutory definition or
test for marks with reputation. While Section 29(4) provides protection for registered
trademarks that have gained a reputation in India, it does not outline specific criteria for
determining what constitutes a reputation. This omission has led to inconsistent judicial
interpretations, with courts relying on subjective assessments of factors such as sales volume,

advertising expenditure, and consumer recognition.

The absence of a statutory test creates uncertainty for trademark owners, who must navigate a
complex legal landscape to prove their mark’s reputation. It also undermines the effectiveness
of Section 29(4) as a tool for combating trademark infringement, particularly in cases involving
dissimilar goods or services. Without clear guidelines, courts may adopt varying standards,

leading to unpredictable outcomes and complicating enforcement efforts.

Introducing a statutory definition and test for marks with reputation would provide much-
needed clarity and consistency. For instance, criteria such as the duration of use, geographical
reach, and consumer recognition could be codified to establish a uniform standard. This reform
would not only streamline the legal process but also enhance the credibility and effectiveness

of the trademark protection regime.

4.2. Need for a Uniform Process for Determining Well-Known Status

While Rule 124 of the Trademark Rules, 2017, provides a formal mechanism for determining
well-known trademarks, the process remains plagued by procedural gaps and ambiguities. One
major issue is the lack of clarity on the relationship between judicial recognition and statutory
registration. For example, if a court declares a mark as well-known, it is unclear whether the
trademark owner must still apply for recognition under Rule 124. This ambiguity creates

unnecessary duplication of efforts and complicates the enforcement of trademark rights.
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Another challenge is the absence of a mechanism for periodic review of well-known
trademarks. Once a mark is recognized as well-known, there is no process to ensure that it
continues to meet the required criteria. This can lead to situations where marks that have lost
their recognition or relevance continue to enjoy well-known status, diluting the value of the

designation.

Additionally, the application process under Rule 124 can be time-consuming and costly,
particularly for smaller businesses. The requirement to submit extensive evidence, such as
public recognition and promotional efforts, may deter some trademark owners from seeking
well-known status. Streamlining this process and providing clearer guidelines would make it

more accessible and efficient, ensuring that deserving marks receive the protection they need.

4.3.Recommendations for Legislative Reform

To address the challenges in the current trademark framework, several legislative reforms are
necessary. First, the Indian Trademarks Act, 1999, should be amended to introduce a statutory
definition and test for marks with reputation. This would provide clarity and consistency in
judicial interpretations, ensuring that trademark owners can effectively protect their rights
under Section 29(4).

Second, the process for determining well-known trademarks under Rule 124 should be
streamlined. This could include clarifying the interplay between judicial recognition and
statutory registration, as well as introducing a mechanism for periodic review of well-known
trademarks. Such reforms would ensure that the list of well-known trademarks remains current

and relevant.

Finally, the Trademarks Registry should develop guidelines and best practices for establishing
reputation and recognition. These guidelines could outline the types of evidence required, such
as sales data, advertising expenditure, and consumer surveys, and provide a standardized
framework for assessing reputation. By implementing these reforms, India can strengthen its
trademark protection regime, aligning it with international standards and addressing the
challenges posed by globalization and the digital economy.
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5. Conclusion and Suggestions
5.1.Summary of Key Findings
This paper has examined the distinctions and overlaps between well-known
trademarks and marks with reputation under the Indian Trademarks Act, 1999. While well-
known trademarks enjoy broad protection under Section 11, marks with reputation are
protected under Section 29(4) in cases of infringement. However, the lack of clear statutory
definitions and procedural mechanisms has led to inconsistencies in their application, creating

challenges for trademark owners and courts alike.

The absence of a statutory test for marks with reputation and the procedural gaps in determining
well-known status under Rule 124 have further complicated the enforcement of trademark
rights. These challenges highlight the need for legislative and judicial clarity to ensure
consistent and predictable application of the law. By addressing these issues, India can
strengthen its trademark framework, safeguarding the rights of trademark owners while

promoting fair competition and consumer protection.

5.2.Proposed Reforms for a Clearer Trademark Framework

To address the challenges identified in this paper, several reforms are proposed. First, the
Indian Trademarks Act, 1999, should be amended to introduce a statutory definition and test
for marks with reputation. Second, the process for determining well-known trademarks
under Rule 124 should be streamlined, with clear guidelines on the interplay between judicial
recognition and statutory registration. Third, the Trademarks Registry should develop best
practices for establishing reputation and recognition, providing trademark owners with

actionable steps to protect their marks.

These reforms would enhance the clarity and effectiveness of the trademark protection regime,
aligning it with international standards and addressing the challenges posed by globalization
and the digital economy. By fostering a more coherent and accessible framework, India can

better protect the rights of trademark owners while promoting innovation and competition.

Page | 17


http://www.ijlra.com/

